AUTHORIZATION 



The Commissioner is hereby authorized to charge any additional fees which may 
be required for this Amendment, or credit any overpayment to deposit account no. 08- 



In the event that an extension of time is required, or which may be required in 
addition to that requested in a petition for an extension of time, the Commissioner is 
requested to grant a petition for that extension of time which is required to make this 
response timely and is hereby authorized to charge any fee for such an extension of time 
or credit any overpayment for an extension of time to deposit account no. 08-0219. 
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Appendix A 

(marked-up copy of amended specification) 



Please amend page 1 of the specification as follows: 
TITLE OF THE INVENTION 

COMPUTER ASSISTED METHOD OF PERFORMING INTELLECTUAL 
PROPERTY (IP) AUDIT OPTIONALLY OVER NETWORK ARCHITECTURE 

RELATED APPLICATIONS 

This a pplication is a continuation application of [US] U.S. Application No. 
09/518,681 filed March 3, 2000 now U.S. Patent No. 6.263.34 L which in turn is a 
continuation application of U.S. Application No. 08/811.302 filed March 4. 1997 now 
U.S. Patent No. 6.154,725. which in turn is a continuation-in-part application of U.S. 
Application [Serial number] Na 08/161,816 filed on December 6, 1993, now Patent No. 
5,997,907, each of which is incorporated herein by reference. 

BACKGROUND OF THE INVENTION 



Field of the Invention 

The present invention generally relates to the field of intellectual property audit 
systems, and more particularly, to the field of intellectual property systems which collects 
pertinent data regarding an intellectual property portfolio and analyzes the collected data 
against empirical data to provide a qualitative and/or quantitative analysis of the 
intellectual property portfolio. 



Description of the Related Art 

In general, purchasers of assets which are intellectual property intensive typically 
purchase these assets based upon some estimated value which, of course, begins with an 
offer for sale. When a creditor is considering advancing funds based upon the value of 
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Appendix B 

(replacement page of amended specification) 



TITLE OF THE INVENTION 

COMPUTER ASSISTED METHOD OF PERFORMING INTELLECTUAL 
PROPERTY (IP) AUDIT OPTIONALLY OVER NETWORK ARCHITECTURE 

RELATED APPLICATIONS 

This application is a continuation application of U.S. Application No. 09/518,681 
filed March 3, 2000 now U.S. Patent No. 6,263,341, which in turn is a continuation 
application of U.S. Application No. 08/811,302 filed March 4, 1997 now U.S. Patent No. 
6,154,725, which in turn is a continuation-in-part application of U.S. Application No. 
08/161,816 filed on December 6, 1993, now Patent No. 5,997,907, each of which is 
incorporated herein by reference. 



BACKGROUND OF THE INVENTION 



Field of the Invention 

The present invention generally relates to the field of intellectual property audit 
systems, and more particularly, to the field of intellectual property systems which collects 
pertinent data regarding an intellectual property portfolio and analyzes the collected data 
against empirical data to provide a qualitative and/or quantitative analysis of the 
intellectual property portfolio. 



Description of the Related Art 

In general, purchasers of assets which are intellectual property intensive typically 
purchase these assets based upon some estimated value which, of course, begins with an 
offer for sale. When a creditor is considering advancing funds based upon the value of 
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Appendix C 
(new claims to be added) 



(NEW) A computer assisted process for determining at least one of a financial 
quality and financial quantity of an intellectual property portfolio, the process comprising the 
steps of: 

(a) analyzing the intellectual property portfolio stored in an intellectual property 
database; 

(b) deriving information responsive to said analyzing step (a) based upon the 
intellectual property portfolio; 

(c) retrieving quality data relating to known intellectual property portfolios; and 

(d) comparing the information derived in said deriving step (b) to the quality data 
retrieved from said retrieving step (c) to determine an intellectual property factor indicating 
the at least one of the financial quality and the financial quantity of the intellectual property 
portfolio. 



Jfi. (NEW) A computer assisted process according to claim 42, wherein the 
intellectual property portfolio comprises at least one of patented, trademarked, trade secreted 
and copyrighted intellectual property. 

>WT (NEW) A computer assisted process according to claim 42; wherein at least 
one of a patent database, a trademark database, a copyright database, a legal reporter 
database, a technical literature database, a current events database and an intellectual property 
status database are utilized to determine the the at least one of the financial quality and the 
financial quantity of the intellectual property portfolio. 

4£r (NEW) A computer assisted process according to claim 42, 
wherein the intellectual property portfolio comprises a patent portfolio including 
patents, and 

wherein the information includes patent information derived from the patents in the 
patent portfolio comprising at least one of the following: number of claims, length of 
independent claims, number and dates of references cited, number of classes searched, legal 
status of the patents, number of years until each of the patents expire, group which examined 
each of the patents, domestic priority, and foreign priority. 
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£fc (NEW) A computer assisted process according to claim 4£f, wherein the 
patent information further includes frequency with which the patents have been cited as 
references for other patents. 

4?T (NEW) A computer assisted process according to claim 42, further 
comprising the step of weighing each of the information and the quality data according to 
predetermined weighing factors producing weighed information and weighed empirical data 
respectively, and 

said comparing step (d) further comprises the step of comparing the weighed 
information and the weighed empirical data to determine similarity therebetween to 
determine the estimated intellectual property worth indicator. 

(NEW) A computer assisted process according to claim 4£; 
wherein the intellectual property portfolio includes issued patents, and at least one of 
trademarks, trade secrets and copyrights, and 

wherein the information are derived by analyzing the issued patents, and the at least 
one of trademarks and copyrights. 

(NEW) A computer assisted process according to claim fil, wherein the at 
least one of the financial quality and the financial quantity of the intellectual property 
portfolio is derived substantially independent of accounting valuation techniques including 
cost, market and income approaches. 

50T (NEW) A computer assisted process according to claim 42, wherein the 
information of the intellectual property portfolio is determined to be statistically similar to 
the quality data of the intellectual property portfolio utilizing at least one of a curve fitting 
technique and a standard deviation technique. 



(NEW) A computer assisted process according to c\a\mj}%, wherein the 
inforrrfation includes valuation indicators, 

wherein the valuation indicators are assigned an importance factor based upon predetermined 

criteria, and 

wherein the valuation indicators are compared to the quality data and the at least one 
of the financial quality and the financial quantity of the intellectual property portfolio is 
determined responsive to the importance factor of the valuation indicators. 
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(NEW) A computer assisted process according to clairci^Twherein the 
information of the intellectual property portfolio includes an objectively determinable 
monetary value. 

^ if 

^ft. (NEW) A computer assisted process according to claim^, wherein the 
objectively determinable monetary value of the intellectual property portfolio is determined 
by at least one of prior adjudication, prior license values, prior purchase values and an 
accountant evaluation based upon generally acceptable accounting procedures (GAAP) of the 
intellectual property portfolio. 

(NEW) A computer assisted process according to claim^z, wherein the 
information includes at least one of prior adjudication values, prior license values, and prior 
purchase values. 

K> 

TT (NEW) A computer assisted process for determining at least one of an estimated 
quality and quantity of an intellectual property portfolio, the process comprising the steps of: 

(a) analyzing the intellectual property portfolio stored in an intellectual property 
database; 

(b) deriving information responsive to said analyzing step (a) based upon the 
intellectual property portfolio; 

(c) retrieving quality data relating to known intellectual property portfolios; and 

(d) comparing the information derived in said deriving step (b) to the quality data 
retrieved from said retrieving step (c) producing an intellectual property quality indicator 
indicating the at least one of the estimated quality and quantity of the intellectual property 
portfolio, 

wherein the intellectual property database includes at least one of a patent database, a 
trademark database, a technical literature database, a copyright database, a legal reporter 
database, a current events database and an intellectual property status database. 
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Appendix D 
(complete set of pending claims) 



What is claimed: 



A computer assisted process for determining an estimated value of an intellectual 
property portfolio, the process comprising the steps of: 

(a) storing first objectively determinable characteristics of representative intellectual 
property portfolios and objectively determinable values corresponding to each of the 
representative intellectual property portfolios, the first objectively determinable 
characteristics and the objectively determinable values forming a baseline against which to 
assess the estimated value of the intellectual property portfolio; 

(b) analyzing the intellectual property portfolio to determine second objectively 
determinable characteristics of the intellectual property portfolio to be estimated; 

(c) deriving first information representing the second objectively determinable 
characteristics of the intellectual property portfolio to be estimated responsive to said 
analyzing step (b); 

(d) retrieving second information representing the first objectively determinable 
characteristics and the objectively determinable values of the representative intellectual 
property portfolios; and 

(e) comparing the first information received from said deriving step (c) to the second 
information received from said retrieving step (d) producing an estimated value of the 
intellectual property portfolio when the first information of the intellectual property portfolio 
is statistically similar to the second information of one of the representative intellectual 
property portfolios. 

S#^A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim ^Jo, wherein the intellectual property portfolio 
comprises at least one of patented, trademarked, trade secreted and copyrighted intellectual 
property. 

J^: A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim wherein at least one of a patent database, a 
trademark database, a copyright database, a technical literature database, a legal reporter 
database, a current events database and an intellectual property status database are utilized to 
determine the estimated value of the intellectual property portfolio. 
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j& A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim^T* 

wherein the intellectual property portfolio comprises a patent portfolio including 
patents, and 

wherein the first objectively determinable characteristics includes patent information 
derived from the patents in the patent portfolio comprising at least one of the following: 
number of claims, length of independent claims, number and dates of references cited, 
number of classes searched, legal status of the patents, number of years until each of the 
patents expire, group which examined each of the patents, domestic priority, and foreign 
priority. 



€ 

\%\ A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim l^wherein the patent information further includes 
frequency with which the patents have been cited as references for other patents. 

yff. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim ^Sffurther comprising the step of weighing each of the 
first and second objectively determinable characteristics according to predetermined 
weighing factors producing weighed first and second objectively determinable 
characteristics, and 

comparing the weighed first and second objectively determinable characteristics to 
determine the statistical similarity between the weighed first and second objectively 
determinable characteristics. 

^\ . A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim ^7 

wherein the intellectual property portfolio includes issued patents, and at least one of 
trademarks and copyrights, and 

wherein the first objectively determinable characteristics are derived by analyzing the 
issued patents, and the at least one of trademarks, trade secrets and copyrights. 

yi. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim ^ wherein the estimated value of the intellectual 
property portfolio is derived substantially independent of accounting valuation techniques 
including cost, market and income approaches. 
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computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim wherein the first information of the intellectual 
property portfolio is determined to be statistically similar to the second information of one of 
the representative intellectual property portfolios utilizing at least one of a curve fitting 
technique and a standard deviation technique. 

p£. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to c\d\m^gf 

wherein the first objectively determinable characteristics include first valuation 
indicators, 

wherein the first valuation indicators are assigned an importance factor based upon 
predetermined criteria, and 

wherein the first valuation indicators are compared to the second objectively 
determinable characteristics and the estimated value of the intellectual property portfolio is 
determined responsive to the importance factor of each of the valuation indicators. 

if 

25. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim^jj^ wherein the objectively determinable values of the 
representative intellectual property portfolios include objectively determinable monetary 
values. 

w 

A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim ifi/wherein the objectively determinable monetary 
values of the representative intellectual property portfolios are determined by at least one of 
prior adjudication, prior license values, prior purchase values and an accountant evaluation 
based upon generally acceptable accounting procedures (GAAP) of the representative 
intellectual property portfolios. 

&> 

^n. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim wherein the first objectively determinable 
characteristics include at least one of prior adjudication values, prior license values, and prior 
purchase values. 
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^ A computer assisted process for determining an estimated value of an intellectual 
property portfolio, the process comprising the steps of: 

(a) analyzing the intellectual property portfolio; 

(b) deriving first information responsive to said analyzing step (a) based upon the 
intellectual property portfolio; 

(c) retrieving empirical data relating to known intellectual property portfolios; and 

(d) comparing the first information derived in said deriving step (b) to the empirical 
data retrieved from said retrieving step (c) producing an estimated intellectual property worth 
indicator indicating the worth of the intellectual property portfolio. 

A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim Isfwherein the intellectual property portfolio 
comprises at least one of patented, trademarked, trade secreted and copyrighted intellectual 
property. 

Jk). A computer assisted proce&> for determining an estimated value of an intellectual 
property portfolio according to claim ^fwherein at least one of a patent database, a 
trademark database, a copyright database, a legal reporter database, a technical literature 
database, a current events database and an intellectual property status database are utilized to 
determine the estimated intellectual property worth indicator of the intellectual property 
portfolio. 

^n. A computer assisted proce^&for determining an estimated value of an intellectual 
property portfolio according to clain^tf; 

wherein the intellectual property portfolio comprises a patent portfolio including 
patents, and 

wherein the first information includes patent information derived from the patents in 
the patent portfolio comprising at least one of the following: number of claims, length of 
independent claims, number and dates of references cited, number of classes searched, legal 
status of the patents, number of years until each of the patents expire, group which examined 
each of the patents, domestic priority, and foreign priority. 



jtrL. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claimJn, wherein the patent information further includes 
frequency with which the patents have been cited as references for other patents. 



WASHINGTON 165227vl 



09/839,301 

t 

^T. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim^&fftirther comprising the step of weighing each of the 
first information and the empirical data according to predetermined weighing factors 
producing weighed first information and weighed empirical data respectively, and 

said comparing step (d) further comprises the step of comparing the weighed first 
information and the weighed empirical data to determine similarity therebetween to 
determine the estimated intellectual property worth indicator. 



^><^A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claiip*2&7 

wherein the intellectual property portfolio includes issued patents, and at least one of 
trademarks, trade secrets and copyrights, and 

wherein the first information are derived by analyzing the issued patents, and the at 
least one of trademarks and copyrights. 

Jft. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim^wherein the estimated intellectual property worth 
indicator of the intellectual property portfolio is derived substantially independent of 
accounting valuation techniques including cost, market and income approaches. 

A computer assisted processor determining an estimated value of an intellectual 
property portfolio according to claim^jrwherein the first information of the intellectual 
property portfolio is determined to be statistically similar to the empirical data of the 
intellectual property portfolio utilizing at least one of a curve fitting technique and a standard 
deviation technique. 



jJk 



A 

r A computer assisted processor determining an estimated value of an intellectual 
property portfolio according to claim^Ze; 

wherein the first information includes first valuation indicators, 
wherein the first valuation indicators are assigned an importance factor based upon 
predetermined criteria, and 

wherein the first valuation indicators are compared to the empirical data and the 
estimated intellectual property worth indicator of the intellectual property portfolio is 
determined responsive to the importance factor of the first valuation indicators. 
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A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim 28fwherein the first information of the intellectual 
property portfolio includes an objectively determinable monetary value. 

A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claim^efwherein the objectively determinable monetary 
value of the intellectual property portfolio is determined by at least one of prior adjudication, 
prior license values, prior purchase values and an accountant evaluation based upon generally 
acceptable accounting procedures (GAAP) of the intellectual property portfolio. 

AO. A computer assisted process for determining an estimated value of an intellectual 
property portfolio according to claimjjgfwherein the first information includes at least one of 
prior adjudication values, prior license values, and prior purchase values. 



^X. A computer assisted process for determining an estimated value of an intellectual 
property portfolio, the process comprising the steps of: 

(a) analyzing the intellectual property portfolio stored in an intellectual property 
database; 

(b) deriving first information responsive to said analyzing step (a) based upon the 
intellectual property portfolio; 

(c) retrieving empirical data relating to known intellectual property portfolios; and 

(d) comparing the first information derived in said deriving step (b) to the empirical 
data retrieved from said retrieving step (c) producing an intellectual property worth indicator 
indicating the worth of the intellectual property portfolio, 

wherein the intellectual property database includes at least one of a patent database, a 
trademark database, a technical literature database, a copyright database, a legal reporter 
database, a current events database and an intellectual property status database. 



A computer assisted process for determining at least one of a financial quality 
and financial quantity of an intellectual property portfolio, the process comprising the steps 
of: 

(a) analyzing the intellectual property portfolio stored in an intellectual property 
database; 

(b) deriving information responsive to said analyzing step (a) based upon the 
intellectual property portfolio; 
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(c) retrieving quality data relating to known intellectual property portfolios; and 

(d) comparing the information derived in said deriving step (b) to the quality data 
retrieved from said retrieving step (c) to determine an intellectual property factor indicating 
the at least one of the financial quality and the financial quantity of the intellectual property 
portfolio. 

Jfi. A computer assisted process according to claim^2f wherein the intellectual 
property portfolio comprises at least one of patented, trademarked, trade secreted and 
copyrighted intellectual property. 

A computer assisted process according to claim^Z, wherein at least one of a 
patent database, a trademark database, a copyright database, a legal reporter database, a 
technical literature database, a current events database and an intellectual property status 
database are utilized to determine the the at least one of the financial quality and the financial 
quantity of the intellectual property portfolio. 

437 A computer assisted process according to claim #2, 

wherein the intellectual property portfolio comprises a patent portfolio including 
patents, and 

wherein the information includes patent information derived from the patents in the 
patent portfolio comprising at least one of the following: number of claims, length of 
independent claims, number and dates of references cited, number of classes searched, legal 
status of the patents, number of years until each of the patents expire, group which examined 
each of the patents, domestic priority, and foreign priority. 

A computer assisted process according to claim 4c, wherein the patent 
information further includes frequency with which the patents have been cited as references 
for other patents. 



431. A computer assisted process according to claim 42, further comprising the step of 
weighing each of the information and the quality data according to predetermined weighing 
factors producing weighed information and weighed empirical data respectively, and 

said comparing step (d) further comprises the step of comparing the weighed 
information and the weighed empirical data to determine similarity therebetween to 
determine the estimated intellectual property worth indicator. 
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4e. A computer assisted process according to claim Ja, 

wherein the intellectual property portfolio includes issued patents, and at least one of 
trademarks, trade secrets and copyrights, and 

wherein the information are derived by analyzing the issued patents, and the at least 
one of trademarks and copyrights. 

Jw. A computer assisted process according to claim 42, wherein the at least one of 
the financial quality and the financial quantity of the intellectual property portfolio is derived 
substantially independent of accounting valuation techniques including cost, market and 
income approaches. 

Jfif A computer assisted process according to claim ^£ wherein the information of 
the intellectual property portfolio is determined to be statistically similar to the quality data of 
the intellectual property portfolio utilizing at least one of a curve fitting technique and a 
standard deviation technique. 



5f. A computer assisted process according to claim wherein the information 
includes valuation indicators, 

wherein the valuation indicators are assigned an importance factor based upon 
predetermined criteria, and 

wherein the valuation indicators are compared to the quality data and the at least one 
of the financial quality and the financial quantity of the intellectual property portfolio is 
determined responsive to the importance factor of the valuation indicators. 

^fl. A computer assisted process according to clainf42f wherein the information of 
the intellectual property portfolio includes an objectively determinable monetary value. 



A computer assisted process according to claim ^l, wherein the objectively 
determinable monetary value of the intellectual property portfolio is determined by at least 
one of prior adjudication, prior license values, prior purchase values and an accountant 
evaluation based upon generally acceptable accounting procedures (GAAP) of the intellectual 
property portfolio. 

A computer assisted process according to claim 4% wherein the information 
includes at least one of prior adjudication values, prior license values, and prior purchase 
values. 
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56. A computer assisted process for determining at least one of an estimated quality 
and quantity of an intellectual property portfolio, the process comprising the steps of: 

(a) analyzing the intellectual property portfolio stored in an intellectual property 
database; f 

(b) deriving information responsive to said analyzing step (a) based upon the 
intellectual property portfolio; 

(c) retrieving quality data relating to known intellectual property portfolios; and 

(d) comparing the information derived in said deriving step (b) to the quality data 
retrieved from said retrieving step (c) producing an intellectual property quality indicator 
indicating the at least one of the estimated quality and quantity of the intellectual property 

_ portfolio,. 

wherein the intellectual property database includes at least one of a patent database, a 
trademark database, a technical literature database, a copyright database, a legal reporter 
database, a current events database and an intellectual property status database. 
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